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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 35 and 36 are rejected under 35 U.S.C. 101 because the claimed 
invention is not supported by either a specific and substantial asserted utility or a well 
established utility. 

Claims 35 and 36, are directed a portable communication terminal, however the 
claims are dependent upon independent claim 33, which is directed to a data converter. 

Claims 35 and 36 are also rejected under 35 U.S.C. 112, first paragraph. 
Specifically, since the claimed invention is not supported by either a specific and 
substantial asserted utility or a well established utility for the reasons set forth above, 
one skilled in the art clearly would not know how to use the claimed invention. 

Double Patenting 

3. Applicant is advised that should claims 37-42 be found allowable, claims 43-48 
will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When 
two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
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one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 43-48 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claim 43 recite in lines 6-7, "said first second data format and said file in said 
second data format". It is unclear whether applicant intends the claim is the first data 
format or the second data format. 

6. Claims 49-51 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claim 49, lines 8-11, recite the limitation "data represented in said first and 
said data formats that are generated as said data are converted; and transmitting said 
data represented in said first and said data formats that are generated by conversion of 
said data.", however the claim recited that the data is converted into a first 
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predetermined data format and a second predetermined data format, therefore it is 
unclear as whether "said data", is representing the original data, first predetermined 
data format, or second predetermined data format. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 33-35, 37, 38, 40, 41, 43, 44, 46-51 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Nishimura, U.S. Patent Publication 2002/0051181 A1. 

Regarding claim 33, Nishimura discloses a data converter comprising: a 
reception portion receiving electronic mail (paragraph 0045); a conversion portion 
converting data included in a file attached to said electronic mail, said conversion 
portion including a first conversion portion converting said data included in said file 
attached to said electronic mail into data represented in a first predetermined data 
format (paragraph 0150, GIF format, which Examiner interprets as first predetermined 
format), and a second conversion portion converting said data included in said file 
attached to said electronic mail into data represented in a second predetermined data 
format (paragraph 0151 , PNG format, which Examiner interprets as second 
predetermined format); a memory portion storing said data generated through 
conversion and represented in said first data format and said data generated through 



Application/Control Number: 10/582,353 Page 5 

Art Unit: 2628 

conversion and represented in said second data format (paragraph 0143); and a 
transmission portion transmitting said data output from said first and second conversion 
portions (paragraph 0094). 

Regarding claim 34, Nishimura discloses data represented in said first data 
format includes data representing a list of said converted file or said data generated 
through conversion; said data represented in said second data format is an image 
generated by conversion of said file; and said memory portion stores said list and said 
image in association with each other (figures 8-9, paragraphs 0116-0121). 

Regarding claim 35, Nishimura discloses a first display portion receiving said 
data represented in said first data format to display said list of said file (figure 8, 230); a 
select portion selecting at least one file from said list of said displayed file (figure 8, 
241); a notification portion notifying said data converter of said file selected by said 
select portion (figure 9, profile selection setting for confirmation, which Examiner 
interprets as notification); and a second display portion receiving said data represented 
in said second data format that corresponds to said file that said notification portion 
notifies said data converter of to display an image (figures 9-11). 

Regarding claims 37, 38, 40, 41 , 43, 44, 46, 47 and 49-51 , they are rejected 
based upon similar rational as above claims 33-35. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. Claims 36, 39 and 45 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Nishimura as applied to claims 35, 38, and 44 above, further in view of Doll, U.S. 
Patent Number 6,226,400 B1 . 

Regarding claims 36, 39 and 45, Nishimura discloses transmitting/receiving E- 
mail with a filed attachment, and converting the attached file to a filed format of the 
receiving terminal to accommodate capability of the reception terminal. Nishimura 
discloses in figure 13, a default compression ratio and converting the file image with a 
target image format with a ratio, which Examiner interprets as designating a scaling 
factor and scaling the image based on a scaling factor of data represented in a second 
data format. 

However, it is noted that Nishimura fails to disclose data format being a vector 
image format. 

Doll discloses raster image data converted into a vector format. Doll further 
discloses that data represented in raster format require large amounts of storage 
memory and processing time over a network, col. 1 , lines 38-67. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention of Nishimura to include in the format conversion, the raster to vector format 
conversion as disclosed by Doll, because vector format requires less storage and 
processing time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M GOOD JOHNSON whose telephone number is 
(571)272-7658. The examiner can normally be reached on Monday-Friday 8-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kee Tung can be reached on (571) 272-7794. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Motilewa Good-Johnson/ 
Primary Examiner 
Art Unit 2628 
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